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REMARKS 

The Office Action mailed December 19,2001 has been received and reviewed. Claims 1-17 
and 19-22 are pending in the application. All claims stand rejected. Applicants propose to amend 
claims 19 and 22 as set forth herein. All amendments are made without prejudice or disclaimer. 
Reconsideration is respectfully requested. 

I. 35 U.S.C. § 112, Second Paragraph 

Claim 27 

Claim 22 was rejected under 35 U.S.C. § 112, second paragraph, as assertedly being 
mdefim^eforfailmgtopaiticularlypomtoutanddistmctlycto 

regard as their invention. Applicants propose to amend claim 22, and in view ofthe proposed 
amendment respectfully traverse the rejection. 

Applicants propose to amend claim 22 to recite "the population is a cell line." "Population" 
is defined in the specification to include cell lines. (See Specification (as filed), page 13, lines 19- 
20.) Therefore, applicants request that the 35 U.S.C. § 112, second paragraph, rejection be 
withdrawn. 

II. 35 U.S.C. § 103(a) 

Claims 7 9-11. 19. 20, anH 77 

Claims 1-3, 7, 9-1 1, 19, 20, and 22 were rejected under 35 US.C. § 103(a) as assertedly 
being unpatentable over Dellaporta and Koes et al. Applicants respectfully traverse the rejections. 

Withrespectto independent claims 1 and 19, andtheclaims depending therefrom, theOffice 
asserts that "[i]t would have been obvious to one of ordinary skill in the art at the time of the 
invention to have used the DNA pooling method of Koes et al. in the insertion element screening 
method of Dellaporta." (Office Action , page 4). However, at the time ofthe invention, there was 
no reasonable expectation of success to combine Dellaporta and Koes et al. as suggested by the 
Office. 

The use ofthe screening method described in Dellaporta is dependent on the sensitivity by 
whichonesequencecanbedetectedinamixtureofpooledDNAsequences. The non-selective PCR 
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amphfication in Dellaporta may decrease the sensitivity of the screening method because some 
sequences may replicate less efficiently, making the sequences underrepresented in the sample 
Thus,memorecom P l e xfcenta 

will be underrepresented and not detected. As known to those ofordinary skill in the ait, in anon- 
selective amplification of a mixture of 30 sequences, some sequences may be far overrepresented 
and some sequences may be far underrepresented or nearly out titrated. After amplification, some 
sequences may be present at a ratio of only 1 to 300 or less, instead of 1 to 30 resulting in the 
underrepresented sequences potentially not being detectable in the subsequent hydridization assay 
as disclosed in Dellaporta. 

As stated in Dellaporta, the screening method requires a large number of "insertional 
mutagens which are capable of producing large numbers of mutations both within individuals and 
populations, thereby increasing the effective number of mutations which may be obtained and 
subsequently screened" such that a high probability of identifying a mutant for any given locus will 
exist. (See U.S. Patent 6.013 486 Col. 3, lines 54-58 and Col. 4, lines 31-34). Therefore, the 
screening method of Dellaporta is limited to a simple array because a large number of insertional 
mutants is required for efficient screening of the pool, wherein a complex three dimensional array 
would be unsuitable. 

This situation is in contrast to the screening method disclosed in Koes et al. which uses a 
three-dimensional pool and gene-specific primers. (See, Koes et al., Abstract). Since Koes et al. 
uses gene-specific primers, the more complex three-dimensional arraymay be efficiently screened 
formutants. Furthermore, the disclosure in Koes et al. is limited to screening for insertion mutants 
« specific genes of petunia plants because defined insertion sequences are required (See, Koes et 
al- p- 8152), while Dellaporta is designed to screen for insertional mutants for any given locus in 
a population (See U.S. Patent 6 OP 48 6, Col. 3, lines 47-57). Therefore, it would not have been 
evrfent to one of ordinary skill in the art to combine Dellaporta and Koes et al. 

Also, no suggestion or motivation exists in Dellaporta to combine the screening method with 
a three-dimensional pooling method, and Koes et al. does not suggest or motivate combining the 
th^d^ensional pooling method with the screening method. In light of the foregoing, applicants 
xcspectfullysubm^^ 
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ofobviousness hasnot been shown, and that the rejections bewithdrawnwift regard to claims 1-3 
7,9-11, 19, 20, and 22. 

With further regard to claim 19, applicants propose to amend the claim to limit the nucleic 
. acrf to which the labelled amplification products will hydridize to a gene library, view of the 
proposed amendment and the above analysis, applicants respectfully request reconsideration and 
withdrawal of the rejection of claim 1 9. 

B_ Claim 4 

Claim 4 was rejected under 35 U.S.C. § 103(a) as assertedly being unpatentable over 
Dellaporta and Koes et al. as applied to claims 1-3, and furmer in view of Sour et al. Applicants 
respectfully traverse the rejection. 

Claim 4 is allowable at the very least as depending from non-obvious independent claim 1 . 

Furthermore, * prima Jade case of obviousness has not been set forth by the Office with 
respect to claim 4. As admitted by the Office, "[^either Dellaporta nor Koes et al teach 
reamphfymgatleastoneamph^ 

ofanucleicacidinsertion element" (O^Action, page 4). Furthermore, Sour et al. does not 
suggest or motivate the use of the three-dimensional arnty or the screening method as disclosed in 
Dellaporta and Koes et al. Therefore, applicants respectfully submit that .prima facie case of 

of the obviousness rejection. 

& Claims 5. 6 1 8, and 1 7 

Claim, 5, 6, S, and 12 were rejected under 35 U.S.C. § 103(a) as assertedly being 

Applicants respectfully traverse the rejections. 

Claims 5, 6, 8, and 12 are allowah.e at the very least as dependtag ftorn uon-obvious 

independent claim 1. 

Furthermore, neither DeUaports nor Koes et al. teach amplification by transpose display 
(See Qffise^ page 5) and Vos e. .1. does no. stages, or motivate the nse of a 
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screening method or three-dimensional array Therefore h 

««« <uL* y . L nereiore, aprma facie case of obviousness has not 

been set forth by the Office with respect to claims 5 6 s ^ if a j- , 

i^peci ro ciaams 5, 6, 8, and 12. Accordingly, applicants request 

reconsideration and withdrawal of the rejections. 

EL Claims 13-17 ™rf9i 

Claims 13-nand21 wererejectedunderSSU.S.C. § 103(a) as asser^lybeingunpatentable 
MMwA.lb. e,„. as appUed «o dates 1 and ,9. Applies respecMully traverse the 

rejections. 

Claims 13-17 and 21 are al.owable a. the very teas, as depending fiom non-obvious 
independent claims 1 and 19, respectively. 

mti.efie.dofmolccmarWolog.a.fte^offt.inven.io,,.. (Offish, page 7) However 
assmedbytt 1 eFede ra .C irc »i,« [ , ]h e m e retethattoref ^ mbe ^ b ^ OTm ^ doK 

no. render toe resuhan, combination obvious unless the prior a!so suggests the desirability of the 
combmanon » (Emphasis in original) /„ reMlis, 916 F.2d 680, 16 USPQ2d 1430(Fed Cir 1990) 
and MP^£ § 2143.01. Since neimerDeHaporfc nor Koese, a,, suggest the use of.*, the Office 
has not set forth a^rftm,/^ case of obviousness with regard to claims 13-17 and21 Therefore 
applets respectfullyreuues, reconsideration and withdrawal of the obviousness rejections. ' 

ENTRY OF AMENDMENTS 

proposed aruenfaents to claims 19 and 22 should be entered by the Examiner because 
<he agents are supported by the as-filed specification and drawings and do no, add any new 
matter ,„ »e appUcarion. Further, me amendment do no, raise new issues or retire a further 

^ n °«w^«tryisrespec^ 
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CONCLUSION 

hiviewofthe amendments axidr^arks presented herein, ^pUca^ts respectfully Sub nut that 
theamendedcl^definepatentablesnbjectmatter.lfqu^ 

of the foregoing, the Examiner is kindly requested to contact applicants' attorney at the address or 
telephone number given herein. 



Respectfully submitted, 




Andrew F. Nilles 
Registration No. 47,825 
Attorney for Applicants 
TRASK BRITT, PC 
P. O. Box 2550 

Salt Lake City, Utah 841 10-2550 
Telephone: (801)532-1922 

Date: February 27, 2002 

Attachment: Marked up version of the amended claims 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 

1 9. (Thrice Amended) A method for parallel simultaneous screening for one or more 
gene insertion mutants in a population of any organism comprising: 

preparing an insertion element mutant library comprising a plurality of nucleic acid insertion 
elements and insertion element flanking sequences, said insertion element flanking sequences 
originating from a defined population of an organism wherein said gene insertion mutants 
are to be detected and wherein said insertion element library is built in a 3D-array of block, 
row and column pools; 

amplifying said insertion element flanking sequences from said insertion element mutant library 
using at least one primer derived from a sequence of a nucleic acid insertion element of said 
plurality of nucleic acid insertion elements; and 

producing a set of labelled amplification products representing said insertion element flanking 
sequences derived from said block, row and column pools to use as probes to hybridize to 
a solid support to which [one or more nucleic acids] a gene library [have] has been fixed as 
target(s) for hybridisatior ^wherein said gene library is organized in at least a two- 
dimensional array 

22. (Amended) The method according to claim 1 wherein the [organism] population is a cell 

line. 
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